United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Viiginia 22313-14S0 
www.iispto.gov 



APPLICATION NO, | 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/623,800 


07/22/2003 


Yang-lim Choi 


1293.1846 


5299 



08/22/2007 



21 171 7590 

STAAS & HALSEY LLP 
SUITE 700 

1201 NEW YORK AVENUE, N.W, 
WASHINGTON, DC 20005 



EXAMINER 



SMITHERS, MATTHEW 



ART UNIT 



PAPER NUMBER 



2137 



MAIL DATE 



DELIVERY MODE 



08/22/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 
The time period for reply, if any, is set in the attached communication. 



FrOL.90A (Rev. 04/07) 



4 



Office Action Summary 


Application No. 

10/623,800 


Applicant(s) 

CHOI ETAL 


Examiner 

Matthew B. Smithers 


Art Unit 

2137 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication{s) filed on 08 May 2007 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed In accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Clainns 

4) 1^ Claim(s) 1-93 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1:93 is/are rejected. 
?)□ Claim (s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Appiicatlon Papers 

9) n The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawlng(s) is objected to. See 37 CFR 1.121(d). 

1 1) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Q Notice of References Cited (PTO-892) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) K Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date See Continuation Sheet . 



4) im Inten/lew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) n Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-08) 



Office Action Summary 



Part of Paper No./Mall Date 20070817 



Continuation Sheet (PTOL-326) Application No. 1 0/623,800 



Continuation of Attachment(s) 3). Information Disclosure Statement(s) (PTO/SB/08), Paper No(s)/Mail Date :2/2/04; 1 1/17/05: 
4/14/06:8/14/06. 
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Application/Control Number: 1 0/623,800 Page 2 
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DETAILED ACTION 

Response to Arguments 

Applicant's arguments, see page 17, filed May 8, 2007, with respect to the claim 
objections have been fully considered and are persuasive. The objection of claims 31 
and 71 has been withdrawn. 

Applicant's arguments filed May 8, 2007 have been fully considered but they are 
not persuasive. Applicant argues claims 63-93 are statutory and that the claims are 
directed to a storage medium causing a computer to act In a specific way. Examiner 
agrees that storage mediums, such as a ROM, a floppy disk, a hard disk, a CD-ROM or 
a DVD, are in accordance with the Supreme Courts reading of the temri "manufacture 
and each of the above listed types of storage mediums do fall within one of the four 
statutory classes of 1 01 . However, in the instant case the specification also lists carrier 
waves as a form of storage media (see applicant's specification paragraph 0070). 
Carrier waves do not fall within the definition of a manufacture as Illustrated below. 

The Supreme Court has read the term "manufacture" in accordance with its 
dictionary definition to mean "the production of articles for use from raw or prepared 
materials by giving to these materials new forms, qualities, properties, or combinations, 
whether by hand-labor or by machinery." Diamond v. Chakrabarty, 447 U.S. 303, 308, 
206 USPQ 193, 196-97 (1980) (quoting American Fruit Growers, Inc. v. Brogdex Co., 
283 U.S. 1,11,8 USPQ 131, 133 (1931), which, in turn, quotes the Century Dictionary). 
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Other courts have applied similar definitions. See American Disappearing Bed Co. v. 
Arnaelsteen, 182 F. 324, 325 (9th Cir. 1910), cert, denied, 220 U.S. 622 (1911). These 
definitions require physicai substance, which a claimed signai does not have. 

A manufacture is also defined as the residual class of product. 1 Chlsum, § 
1.02[3] (citing W. Robinson, The l^w of Patents for Useful Inventions 270 (1890)). A 
product is a tangible physical article or object, some form of matter, which a 
signal is not. A signal, a form of energy, does not fall within either of the two definitions 
of manufacture. Thus, a signal does not fall within one of the four statutory classes of § 
101. 

In response to applicant's argument that the references fail to show certain 
features of applicant's Invention, It is noted that the features upon which applicant relies 
(I.e., encrypting hierarchical layers of media data) are not recited in the rejected 
claim(s). Although the claims are Interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

In accordance with the responses given above to applicant's arguments filed May 
8, 2007, the examiner maintains the rejections given in the previous office action (see 
the 35 use 101 and the 35 USC102 rejections mailed January 12, 2007). 



Conclusion 
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THIS ACTION IS MADE FINAL. Applicant Is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action Is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action Is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew B. Smithers whose telephone number is (571) 

272- 3876. The examiner can normally be reached on Monday-Friday (8:00-4:30) EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Emmanuel L. Moise can be reached on (571) 272-3865. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Matthew B Smithers 
Primary Examiner 
Art Unit 2137 




